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I. Real Party in Interest 



RECeiVED 
CENTRAL FAX CENTER 

MAR 2 6 2008 



The real party in interest is Thomson Licensing LLC. 



II. Related Appeals and Interferences 

There are no prior or pending appeals, interferences, or judicial proceedings 
known to appellant, the appellant's legal representative, or assignee which may be 
related to. directly affect or be directly affected by or have a bearing on the Board's 
decision in this appeal. 

III. Status of Claims ' 

Claims 10-29 are pending in this application, and are rejected. Claims 1-9 are 
cancelled. The rejection of claims 10-29 is being appealed. 

IV. Status of Amendments 

No amendment subsequent to the final rejection of September 5, 2007 has been 

filed. 

V. Sumn^arv of Claimed Subject Matter 

Independent claim 10 defines a method for operating a video processing 
apparatus, comprising steps of: receiving an electronic mail message remotely from a 
user (page 6, lines 1-3; step 302 of FIG. 3), said electronic mail message (element 500 
of FIG. 5) comprising an operating command (element 506 of FIG. 5) and program 
identification inforxnation Including at least one of a first type of program identification 
information and a second type of program identification information (page 8, lines 15- 
28; element 508 of FIG. 5); processing said electronic mail message to detemiine 
whether said electronic mail message includes said first type of program identification 
information (page 6, lines 9-10; step 314 of FIG. 3); scheduling an event responsive to 
said operating command for a program identified by said program identification 
information without searching program guide information for said program if said 
electronic mail message includes said first type of program identification infonnation 
(page 6, lines 9-12; "YES" branch of step 314 proceeding to step 316. and thereby 
avoiding step 324 of FIG. 3); continuing to process said electronic mail message to 
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determine whether said electronic mail message includes said second type of program 
identification informatidn only if said electronic mail message does not include said first 
type of program identification information (page 6, lines 13-15; "NO" branch of step 314 
proceeding to step 320 of FIG. 3); searching said program guide information for said 
program using said program identification information only if said electronic mail 
message includes said second type of program identification infomnation and does not 
include said first type of program identification information (page 6. lines 17-19; "YES" 
branch of step 320 proceeding to step 324 of FIG. 3); and scheduling said event 
responsive to said operating command if said program is found during said searching 
step (page 6. lines 21-23; step 316 of FIG. 3). 

independent claim 17 defines an apparatus (FIG. 1). comprising: first means 
(element 1 1 1 3 of FIG. 1) for receiving an electronic mail message remotely from a user 
(page 6. lines 1^3; step 302 of FIG. 3). said electronic mail message (element 500 of 
FIG. 5) comprising a-n operating command (element 506 of FIG. 5) and program 
identification information including at least one of a first type of program identification 
information and a second type of program identification information (page 8, lines 15- 
28; element 508 of FIG. 5); second means (element 1110 of FIG. 1; page 5, lines 22- 
23) for processing said electronic mail message to detemiine whether said electronic 
mail message includes said first type of program identification information (page 6. lines 
9-10; step 314 of FIG. 3). and for scheduling an event responsive to said operating 
command for a program identified by said program identification information without 
searching program guide informafion for said program if said electronic mail message 
includes said first type of program identification information (page 6, lines 9-12; "YES" 
branch of step 314 proceeding to step 316. and thereby avoiding step 324 of FIG. 3); 
said second means (element 1110 of FIG. 1; page 5. lines 22-23) continuing to process 
said electronic mail message to determine whether said electronic mail message 
includes said second type of program identification information only if said electronic 
rnail message does not include said first type of program identification information 
(page 6. lines 13-15; "NO" branch of step 314 proceeding to step 320 of FIG. 3); and 
said second means (element 1110 of FIG. 1; page 5, lines 22-23) searching said 
program guide informafion for said program using said program identification 
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information only if said electronic mail message includes said second type of program 
identification information and does not include said first type of program identification 
information (page 6. lines 17-19; "YES" branch of step 320 proceeding to step 324 of 
FIG. 3). and scheduling said event responsive to said operating command if said 
program is found during said searching (page 6. lines 21-23; step 316 of FIG. 3). 

Independent claim 24 defines a video processing apparatus (FIG. 1), comprising: 
an interface (element 1113 of FIG. 1) operative to receive an electronic mail message 
remotely from a ^ser«(page 6. lines 1-3; step 302 of FIG. 3), said electronic mail 
message (element 500 of FIG. 5) comprising an operating command (element 506 of 
FIG. 5) and program identification infonnation including at least one of a first type of 
program identification Information and a second type of program identification 
information (page 8. lines 15-28; element 508 of FIG. 5); a processor (element 1110 of 
FIG. 1; page 5, lines 22-23) operative to process said electronic mail message to 
determine v^^hether said electronic mail message includes said first type of program 
identification information (page 6, lines 9-10; step 314 of FIG. 3). and to schedule an 
event responsive to said operating command for a program identified by said program 
identification information w^ithout searching program guide infomiation for said program 
if said electronic mail message includes said first type of program identification 
information (page 6. lines 9-12; "YES" branch of step 314 proceeding to step 316. and 
thereby avoiding step 324 of FIG. 3); said processor (element 1110 of FIG. 1; page 5. 
lines 22-23) continuing to process said electronic mall message to determine whether 
said electronic mail message includes said second type of program identification 
information only if said electronic mail message does not include said first type of 
program Identification information (page 6, lines 13-15; "NO" branch of step 314 
proceeding to step 320 of FIG. 3); and said processor (element 1110 of FIG. 1; page 5. 
lines 22-23) searching said program guide information for said program using said 
program identification information only if said electronic mail message includes said 
second type of program identification infomiation and does not includes said first type 
of program identification information (page 6, lines 17-19; "YES" branch of step 320 
proceeding to step 324 of FIG. 3), and scheduling said event responsive to said 
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operating command if said program is found during said searching (page 6. lines 21-23; 
step 316 of FiG. 3). 

VI. Ground of Rejection to be Reviewe d on Appeal 

The rejection of claims 10-29 under 35 U.S.C. §103(a) based on U.S. Patent No. 
6.374,406 issued to Hirata (hereinafter, "Hirata") in view of WO 99/35847 (hereinafter, 
"Westlake"), and further in view of U.S. Patent No. 4,286,325 issued to Dlugos et al. 
(hereinafter. "Dlugos") is presented for review in this appeal. 

VIL Argument 

The rejection of claims 10-29 under 35 U.S.C. §103(a) based on the proposed 
combination of Hirata. Westlake and Dlugos should be reversed for at least the 
following reasons. 

Appellants first note that independent claim 10 recites: 

"receiving an electronic mail message remotely from a user, said 
electronic mail message comprising an operating command and program 
identification infonnation including at least one of a first type of program 
identification information and a second type of program identification 

information; , . i,. j 

processing said electronic mail message to determine whether said 
electronic mail message includes said first type of program identification- 
information; 

scheduling an event responsive to said operating command tor a 
program identified by said program identification information without 
searching program guide information for said program if said electronic 
mail message includes said first type of program identification information; 

continuing to process said electronic mail messag e to detennine 
whether said electronic mail message includes said second type of 
program identification information only if said electro nic mail message 
does not include said first type oforoaram identific ation information: 

searshinc said program ouide information for s aid oroararri using 
said program identification information onlv if said electronic mail 
message includes said second tvoe of progra m identi^cation 
information and does not include said first type of program 
identification information ; and 

scheduling said event responsive to said operating command if 
said program is found during said searching step." (emphasis added) 
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As indicated above, independent claim 10 defines a method for scheduling an 
event (e.g., program recording, etc.) responsive to a received electronic mail message 
that includes an operating command and at least one of two different types of program 
identification information (e.g.. channel/time information and/or a program name). The 
received electronic mail message is processed to detennine whether it includes the first 
type of program Tdentification information. An event is scheduled responsive to the 
operating command for a program identified by the program identification information 
without searching program guide information for the program if the electronic mail 
message includes the first type of program identification information. 

Also according to the method, the electronic mail message continues to be 
processed to determine whether it includes the second type of program identification 
information nnlv if the elect m nin m^il messane does not incUirte the first type of 
prnnram identification information . The program guide information is then searched for 
the program using the program identification information only if the electronic mail 
mp^saae inciudp^ the second tV P '- nf prn^r^m identification infomnation gnd does not 
innlnd^ the first typ^ nf program iH.ntif.n:.tion information. An event is scheduled 
responsive to the operating command if the program is found during the search of the 
program guide infocmation. Independent claims 17 and 24 define subject matter similar 
to independent claim 1, but are written in "apparatus" format. 

A The Proposed Combination Of R eferences Falls To Teach Or Suggest A ll 
Elements Of The Claimed Invention 

Appellants submit that neither Hirata. Westlake nor DIugos. whether taken 
individually or in combination, teach or suggest all of the foregoing elements of 
independent claims 10. 17 and 24 (and their respective dependent claims). On pages 
3-4 of the final Office Action dated September 5, 2007, the Examiner admits: 

"Hirata falls to disclose continuing to process said electronic mail 
message to detennine whether said electronic mail message includes 
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said second type of program identification information onfy if said 
electronic mail message does not Include said first type of Pjograni 
identification information, searching said program guide information tor 
said program using said program identification information only if said 
electronic mail message includes said second type of program 
Identification information and does not include said first type of program 
Identification Information, and scheduling said event if said program is 
found during said searching step." 

As indicated above, the Examiner admits that the primary reference Hirata fails 
to disclose, inter alia, the claimed "continuing to process ..." and "searching said 
program guide Information...." elements of independent claims 10, 17 and 24. The 
Examiner attempts to remedy a part of this deficiency of Hirata by relying on Westlake. 
In particular, the Examiner ostensibly alleges that Westlake teaches the claimed 
"searching said program guide information ... " element of Independent claims 10, 17 
and 24 (see pag©^ of the final Office Action dated September 5, 2007). However, 
Appellants note that Westlake does not teach or suggest, infer alia, the claimed 
"searching said program guide information...." element as defined by independent 
claims 10, 17 and 24. 

Westlake teaches a method that includes steps of receiving an electronic 
message and comparing temis in the received electronic message to terms in the 
program infonnation of an electronic program guide (EPG) (see, for example, page 23. 
lines 14-28 and steps S1-S2 of FIG. 3). The Examiner alleges that these steps of 
Westlake correspond to: ^ 

"... determining if a received electronic mail message includes a second 
type of program identification information and searching program guide 
information for an identified program using said program identification 
infomiation- (see page 4 of the final Office Action dated September 5, 

2007). " 

In response, Appellants note that the aforementioned comparison step of 
Westlake is ostensibly performed for aM terms included in the received electronic 
message and without regard to whether certain inform ation is included or not included 
in the received electronic message . In other words. Westlake does not teach or 
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suggest, inter alia, the conditional language included in the step of "searching said 
program guide information for said program using said program identification 
information nnlv if said eiectrnnic mail mes sag e i ncludes sa id second type of p iogram 
identification information and do P « nnt include said first type of proqrgm identrficati on 
information " (emphasis added) because Westlake never dptprmin«^i=^ if the electronic 
message "doe^ not Include s ^id first tvpe of program identifiration infonnation" . a s 
claimed . Accordingly." the proposed combination including Westlake fails to teach or 
suggest, inter alia, the claimed step of: "searching said program guide information for 
said program using said program identification information only if said electronic mail 
message includes said second type of program identification Information and does not 
include said first type of program identification information" (see. for example, claim 10). 

On page 5 of the final Office Action dated September 5, 2007, the Examiner 
further admits that: 

"Hirata and Westlake fail to disclose continuing to process the electronic 
mail message only if the first type of program identification information is 
not included." 

As indicated above, the Examiner admits that the proposed combination of 
Hirata and WestlaTte fails to disclose, inter alia, the claimed "continuing to process...." 
element of independent claims 10, 17 and 24. The Examiner attempts to remedy this 
deficiency of the Hirata/Westlake combination by relying on DIugos. in particular, the 
Examiner alleges: 

"In an analogous art, DIugos teaches performing a searching 
operation, where a search is first performed on a first set, and only 
broadens the search to a [sic] additional or more genenc set If a match is 
not found in the first search, providing the benefit of avoiding unnecessary 
searching (col. 29, lines 7-68)" 

in response, Appellants note that Dluaos disclo ses a system and method for 
determining the postage of an article to be maile d for various domestic and international 
classes of postal service (see Abstract). As such, the proposed combination including 
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DIugos fails to teach or suggest, inter alia, the claimed "continuing to process said 
^iRntmn jc mail message to determine whether said eiectronio mail messag e includes 
said second type of program identification infomiation only If said electronic mail 
message does not include said first type of program identification information" element 
(emphasis added) of independent claims 10, 17 and 24. In fact. Pluqos does not teach 
or suggest anvthing :.hn.it an "elect rnni^ mail message". This is not surprising given its 
issue date of August 25, 1981, which is likely many years before "electronic mail 
messages" were even known by most individuals skilled in the art. Accordingly, DIugos 
fails to remedy the deficiencies of the HirataMestlake combination, and the proposed 
combination of Hirata/Westlake/Dlugos fails to teach or suggest all elements of 
independent claims 10. 17 and 24 (and their respective dependent claims). For this 
reason alone, the instant rejection should be reversed. 

B. The DIugos Reference Constitutes "Non-Analo gous A rf' Under Federal 
Circuit Law 

Appellants further note that DIugos, which discloses a system and method for 
determining the postage of an arfid^ to be mailed for various dom estic gnd international 
ri^ i^s^s of postal service , constitutes "non-analogous art" under the law of the Federal 
Circuit, and therefore has no legal bearing on the determination of obviousness under 
35 U.S.C. §103 in this case. 

The detemiination of whether a prior art reference Is analogous or not is based 
on a two-step test. In particular, under the two-step test for determining whether a prior 
art reference is non-analogous, and thus not relevant in determining obviousness, it 
must be determined (1) whether the reference is "within the field of the inventor^s 
endeavor." and (2i jf not. whether the reference is "reasonably pertinent to the particular 
problem with which the inventor was involved." See, for example, In re Deminski . 796 
F.2d 436. 230 USPQ 313 (Fed. Cir. 1986). 

Wrth respect to step (1), the DIugos reference endeavors to provide a system 
and method for determining the postage of an article t o be mailed for various domestic 
and international classes of postal service (see Abstract). In contrast, the claimed 
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invention endeavors to provide a method and apparatus foLsched ulinq an event (e.^-, 
nrnnram recordino ^tr.^ responsiv e to a receiv ed electronir. mail rt^essage tha t 
^Hv«nt^q pn..ftlv provides Anhanf^ed performance and vers^tilitY hy being at?|e to 
,.H.HMi. th. ^vpnt ir. respon s e tn «t l^^st tv.o different types of program identification 
information (e.g. r.hannel/time i nformation and/or a program name). Accordingly, 
Diugos is clearly not "within the field of the inventor's endeavor", and therefor© fails step 
(1) of the two-step test. 

Next, with respect to step (2). one of ordinary skill in the art would not likely even 
consider looking at prior art such as Diugos related to determining the postage of an 
nrtini^ to hf^ mailed for various dom e stin and international classes of postal service 
when confronted with the problem of ho^ to provide a method and apparatus capable 
nf .rh>.riulinn an event (^n program renordinq, etc.) r es ponsive to a received 
Pl^etronic mail message that a d w«nt;ineoualv provides enhanced performance and 
versatility bv beinn able to sch^riuie the eve n t in response to at least two different types 
nf prn qram identification mfr^rmation (e.o , channel/time Information and/or a program 
nanjgl as claimed. This is clearly evidenced by the fact that Diugos was issued on 
August 25. 1981 which is likely many years before "electronic mail messages" were 
even known by most individuals skilled in the art. Accordingly, the Diugos reference is 
clearly not "reasohabl^^ pertinent to the particular problem with which the inventor was 
involved" and therefore also fails step (2) of the two-step test. 

In the Advisory Action dated November 23, 2007, the Examiner responds to 
Appellants' foregoing "non-analogous art" argument by stating: 

"Applicant argues that the Diugos reference is non-analogous art a"d thus 
has no legal bearing on the test of obviousness [sic] under 35 USC 
103(a). However, the problem at hand that provides the nexus between 
thP Hirata and Westlake combination and the Dluoos reference is the 
issue of automated searchino algorit hms performed bv a computer tg 
Inflate data of interest . The idea of perfomning a first, more narrow search 
for data then only broadening the search if it is not found in the first pass 
is well known in the art, and Diugos is provided simply as evidence of this 
fact." (emphasis added)' 
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In response, Ap p^ii^ints subn ^ 't th«t the Examiner's response ab o ve doe^ not 
apply the Federal Circuifs two -'^tp p test for determining whether a prior art reference is 
non-analogous . At best, the Examiner's response above attempts to address only step 
(2) of the two-step test (i.e., whether the reference is "reasonably pertinent to the 
particular problem with which the inventor was involved."). However, this attempt 
mlscharacterizes the "particular problem with which the inventor was involved", and also 
mlscharacterizes the primary objectives of DIugos. As indicated above, the particular 
problem with which the Appellants were involved was the problem of how to provide a 
method and apparatus capable of scheduling an event (e.g.. program recording, etc.) 
responsive to a received electronic mail message that advantageously provides 
enhanced performance and versatility by being able to schedule the event in response 
to at least two different types of program identification Information (e.g.. channel/time 
infonnation and/or a program name), not the problem related to "automated searchinfl 
^innrithms Derformp.ri hv a compi rtAr to locate data of interest" (as alleged above) when , 
H^terminino th ^ p^fttaoe of an ^rtirle to be mailed for various domestic and international . 
r.l;>sses of Dostal service (as ad rtr^sfted bv DIuaos). Accordingly, Appellants maintain 
that DIugos constitutes "non-analogous art" under the law of the Federal Circuit, and 
therefore has no legal bearing on the determination of obviousness under 35 U.S.C. 
§103 in this case. 

C. Conclusion 

As explained above, the proposed combination of Hirata, Westlake and DIugos 
fails to teach or suggest all of the elements of independent claims 10, 17 and 24 (and 
their respective dependent claims). Moreover. DIugos is non-analogous art and should 
not be considered jel(?vant in detenmining obviousness under 35 U.S.C. §103 in this 
case. Accordingly. Appellants respectfully request that the Board reverse the rejection 
of claims 10-29, and pass this application to issue. 
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VIII. Claims Appendix 

10. A method for operating a video processing apparatus, comprising steps 

of: " 

receiving an electronic mail message remotely from a user, said electronic mail 
message comprising an operating command and program identification information 
including at least one of a first type of program identification information and a second 
type of program identification information; 

processing said electronic mail message to determine whether said electronic 
mail message includes said first type of program identification information; 

scheduling an event responsive to said operating command for a program 
identified by said program identification information w^ithout searching program guide 
information for said program if said electronic mail message includes said first type of 
program Identification information; 

continuing to process said electronic mail message to determine whether said 
electronic mail message Includes said second type of program identification information 
only if said electronic mail message does not include said first type of program 
identification information; 

searching said program guide information for said program using said program 
identification information only if said electronic mail message includes said second type 
of program identification information and does not include said first type of program 
identification information; and 

scheduling said event responsive to said operating command if said program is 

found during said searching step. 

1 1 . The method of claim 1 0, wherein: 

said first type of program identification information includes channel and time 
information for said program; and 

said second type of program identification information includes a name of said 

program. 
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12. The method of claim 1 0, wherein said operating command represents one 
of a request to record said program and a request to watch said program. 

13. The method of claim 12, wherein: 

said video processing apparatus is scheduled to record said program if said 
operating command represents said request to record said program; and 

said video processing apparatus is scheduled to power on if said operating 
command represents said request to watch said program. 

14. The method of claim 10, further comprising a step of sending a second 
electronic mail message from said video processing apparatus to said user if said 
program is not found during said searching step, said second electronic mail message 
indicating that said electronic mail message included insufficient program identification 
Information. 

15. The method of claim 10, wherein said electronic mail message further 
comprises a password and further comprising a step of sending a second electronic 
mail message from said video processing apparatus to said user if said password is 
incorrect. 

16. The method of claim 10, further comprising of a step of sending a second 
electronic mail message from said video processing apparatus to said user if said event 
is scheduled. 

17. An apparatus, comprising: 

first means for receiving an electronic mail message remotely from a user, said 
electronic mail message comprising an operating command and program identification 
Information including at least one of a first type of program identification Information and 
a second type of program identification infomiation; 

second means for processing said electronic mall message to determine whether 
said electronic mail message includes said first type of program identification 
information, and for scheduling an event responsive to said operating command for a 
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program identified by said program identification information without searching program 
guide Information for said program if said electronic mail message includes said first 
type of program identification information; 

said second means continuing to process said electronic mall message to 
determine whether said electronic mail message includes said second type of program 
identification information only if said electronic mail message does not include said first 
type of program identification information; and 

said second means searching said program guide information for said program 
using said program identification information only if said electronic mall message 
includes said second type of program identification information and does not include 
said first type of program identification information, and scheduling said event 
responsive to said operating command if said program is found during said searching. 

18. The apparatus of claim 17, wherein: 

said first type of program identification information includes channel and time 

Information for said program; and 

said second^type of program identification information includes a name of said 

program. 

19. The apparatus of claim 17. wherein said operating command represents 
one of a request to record said program and a request to watch said program. 

20. The apparatus of claim 19, wherein: 

said apparatus is scheduled to record said program if said operating command 
represents said request to record said program; and 

said apparatus is scheduled to power on if said operating command represents 
said request to watch said program. 

21- The apparatus of claim 17. wherein a second electronic mail message is 
sent from said apparatus to said user if said program is not found during said 
searching, said second electronic mail message indicating that said electronic mall 
message included insufficient program identification infomiatlon. 
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22. The apparatus of claim 17. wherein $aid electronic mail message further 
comprises a password and a second electronic mail message Is sent from said 
apparatus to said user if said password is incorrect. 

23. The apparatus of claim 17, wherein a second electronic mail message is 
sent from said apparatus to said user if said event is scheduled. 

24. A video processing apparatus, comprising: 

an interface operative to receive an electronic mail message remotely from a 
user, said etectrdhtc rhail message comprising an operating command and program 
identification information including at least one of a first type of program identification 
infomiation and a second type of program identification information; 

a processor operative to process said electronic mail message to determine 
whether said electronic mail message includes said first type of program identification 
information, and to schedule an event responsive to said operating command for a 
program identified by said program identification information without searching program 
guide information for said program if said electronic mail message includes said first 
type of program identification information; 

said processor continuing to process said electronic mail message to determine 
whether said electronic mail message includes said second type of program 
identification information only if said electronic mail message does not include said first 
type of program identification information; and 

said processor searching said program guide information for said program using 
said program identification information only if said electronic mail message includes 
said second type of program identification information and does not includes said first 
type of program identification information, and scheduling said event responsive to said 
operating command if said program is found during said searching. 

25. The video processing apparatus of claim 24, wherein: 
said first type of program identification information includes channel and time 
information for said program; and 
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said second type of program identification information includes a name of said 

program. 

26. The iideo processing apparatus of claim 24, wherein said operating 
command represents one of a request to record said program and a request to watch 
said program. 

27. The video processing apparatus of claim 26. wherein: 

said video processing apparatus is scheduled to record said program if said 
operating command represents said request to record said program; and 

said video processing apparatus is scheduled to power on if said operating 
command represents said request to watch said program. 

28. The video processing apparatus of claim 24. wherein a second electronic 
mail message is sent from said video processing apparatus to said user if said program 
is not found during said searching, said second electronic mail message indicating that 
said electronic maiPmessage included insufficient program identification information. 

29. The video processing apparatus of claim 24. wherein said electronic mail 
message further comprises a password and a second electronic mail message is sent 
from said video processing apparatus to said user if said password is incorrect. 
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IX. Evidance Appendix 
None. 
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Related Proceedin gs Appendix 

None. 
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